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DETAILED ACTION 

Pending Claims 
Claims 1-42 are pending. 

Claim Rejections - 35 USC § 112, 1 st paragraph 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claim 1-42 are rejected under 35 U.S.C. 1 12, first paragraph, as based on a disclosure 
which is not enabling. A number of structural cooperative relationships of elements are critical or 
essential to the practice of the invention, but they are not included in the claim(s). Such an 
omission is not enabled by the disclosure. See In reMayhew, 527 F.2d 1229, 188 USPQ 356 
(CCPA 1976). 

There are a number of missing or uncertain structural relationships in the instantly 
claimed invention. Firstly, the instantly claimed device includes a "composite"; however, it is 
unclear if this is a composite material (such as a laminate or impregnated material) or merely a 
composition. Secondly, it is unclear if the "surface coating" is a coating for surfaces or if it is 
coated on the surface of the composite. Lastly, the spatial relationship of the silicone fluid is 
uncertain with respect to the other materials. 

Furthermore, claims 41 and 42 appear to be missing the following essential materials: at 
least one silicone fluid; and a surface coating comprising at least one material selected from the 
group consisting of wax and silicone resin. The instant claims include three matrix materials 
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(polybutene polyterpene, and polyethylene), at least one of plastic or silicone resin, and inert 
particles. This is inconsistent with the minimum requirements set forth on page 7 of the 
Specification. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-42 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for 
omitting essential structural cooperative relationships of elements, such omission amounting to a 
gap between the necessary structural connections. See MPEP § 2172.01. The omitted structural 
cooperative relationships are: see 112, 1 st paragraphs rejection above. 

5. Claims 12 and 28 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 12 recites the limitation "its lubricant" in the device of claim 1. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 28 recites the limitation "its lubricant" in the systems of claims 18, 19, or 20. 
There is insufficient antecedent basis for this limitation in the claims. 



6. 



Claim Rejections - 35 USC §101/112, 2 nd 
35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claim 34 provides for the use of the system claimed in claim 17, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. 

Claim 34 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101. See for example Ex 
parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Drawings 

8. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: 10 in Figure 1. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if only one 
figure is being amended. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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Claim Objections 

9. Claims 1-35 and 37-40 are objected to because of the following informalities: 

• In claim 1, the brackets around the ASTM method should be removed. Claims 2-17, 33- 
35, 37, 38, and 40 are objected because they are dependent from claim 1. 

• In claim 18, the parentheses around "with the coating" should be removed. Claims 19- 
32, and 39 are objected to because they are dependent from claim 18. 

• Claim 4 should read: wherein the composite optionally contains less than about 5 percent 
by weight of volatile organic compounds and less than about 5 percent non-volatile 
hydrocarbon solvents. 

• Claim 5 should read: wherein the composite optionally comprises soaps and detergents in 
an amount of less than about 10 weight percent. 

• Claim 8 should read: wherein the composite optionally contains less than about 1 percent 
by weight of volatile organic compounds. 

• Claim 16 should read: wherein the composite optionally comprises less than about 10 
percent by weight of emulsifiers. 

• Claim 17 should read: wherein the composite optionally comprises less than about 5 
percent of by weight of water. 

• Claim 21 should read: wherein the composite optionally contains less than about 1 
percent by weight of volatile organic compounds. 

• Claim 32 should read: wherein the composite optionally comprises less than about 10 
percent by weight of emulsifiers. 
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• Claim 40 should read: wherein the composite optionally contains less than about 1 
percent by weight of volatile organic compounds. 
Appropriate correction is required. 



Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

1 1 . Claims 1-42 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over the combined limitations of claims 1-46 of U.S. Patent No. 
7,094,449. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the patented claims anticipate the broader instant claims. 
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Communication 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR, 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Michael J. Feely 
Primary Examiner 
Art Unit 1712 



June 24, 2007 
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